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Enrique David Sancho 
09/500,601 
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Hon. Commissioner of Patents 

and Trademarks 
Washington, D.C. 20231 
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office Action Summary 



09/500,601 



Examiner 

John M Winter 



SANCHO, ENRIQUE DAVID 



Art Unit 

3621 



- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). tn no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)D Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) E3 Claim(s) ±4 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |E Claim(s) jM is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. ^ 

1 0) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

1 1) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)D All b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 

3 □ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknow.edgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has ^ 

15) D Acknow«edgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

-Attachment(s) 
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1) Notice of References Cited (PTO-892) 

2) □ Notice of DraftspersorVs Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 



4) □ Interview Summary (PTO-413) Paper No(s). 

5) □ Notice of Informal Patent Application (PTO-1 52) 

6) D Other: 



U S Patent and Trademark Office 
PTO-326 (Rev. 04-01) 



Office Action Summary 



Part of Paper No. 1 
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DETAILED ACTION 



Claims 1-4 have been examined 



Claim Rejections - 35 USC § 112 



The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claim 2 rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. The term "fingerprint programming" is unclear, since there is not resolution of this 
term within the specification 

Claim 3 rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. The term "buyer computer requesting to purchase merchandise to said vendor server" 
is unclear. 

Claim 4 recites the limitation M MC". There is insufficient antecedent basis for this 
limitation in the claim. 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

Claims 1- 2 are rejected under 35 U.S.C. 102(e) as being unpatentable over Gottfried (US 
Patent 6,270,011) 

As per claim 1, ' . 



Gottfried ('01 1) discloses a system for performing a secured transaction between a 
buyer's PC, a vendor server, a creditor server and a security server, wherein said buyer's PC has 
received fingerprint programming from said security server, (column 3, lines 26-32, also figure 
6) 



Claim Rejections - 35 USC § 102 



As per claim 2, 
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Gottfried ('01 1) discloses a system for performing a secured transaction according to 
claim 1, wherein said buyer's PC has received encryption programming and decryption 
programming from said security server. (column 6, lines43-58) 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ronin et al. (US 
Patent 5,905,736) in view of Gottfried (US Patent 6,270,01 1). 

As per claim 3, 

Ronin et al (736) discloses a method for performing secure electronic transactions on a 
computer network, said network comprising a buyer's computer, a vendor server, a creditor 
server and a security server, said buyer's computer having a fingerprint file stored in the memory 
thereof, including the stops of: 

buyer computer requesting to purchase merchandise to said vendor server,said purchase 
request including said buyer computer's IP address;(figure 1) 

buyer computer selecting a predetermined form of secured payment method;(figure 1, 
also column 6, lines 25-29) 

payment method selection causing said vendor server to transmit to said security server a 
request for confirmation of said buyer computers identity at said buyer computer's IP 
address;(figure 3 , label 211) 

Ronin et al (736) does not specifically discloses said confirmation request causing said 
security server to send a retrieval request to said IP address, said retrieval request including a 
retrieval program for detecting and retrieving said buyer's computer's fingerprint file, and said 
retrieval request further comprising a response request asking for confirmation of said purchase 
request; whereby a positive response from said buyer's computer to said security server 
accompanied by said fingerprint file causes said security server to confirm said buyer computer's 
identity to said vendor server and to approve said purchase. Gottfried ('01 1) discloses said 
confirmation request causing said security server to send a retrieval request to said IP address, 
said retrieval request including a retrieval program for detecting and retrieving said buyer's 
computer's fingerprint file, and said retrieval request further comprising a response request 
asking for confirmation of said purchase request; whereby a positive response from said buyer's 
computer to said security server accompanied by said fingerprint file causes said security server 
to confirm said buyer comp uter's identity to said vendor serve r and t o approve said purchase, 
(column 3 lines 26-37) 
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It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to combine the Ronin et al. method with the Gottfried ('Oil) method in 
order to perform secure electronic transactions on a computer network that wer everified by a 
users fingerprint because fingerprint identification is difficult for the average user to forge. 

Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ronin et al. (US 
Patent 5,905,736) in view of Official Notice. 

As per claim 4, 

Ronin et al (736) discloses a method of performing secure electronic transactions on a 
computer network, said network comprising a buying computer, an ISP computer and a vendor 
computer, Including the steps of; 

said ISP computer assigning to buying computer a Buyer-ID code and IP 
address;(column 2, lines 8-13) 

said buying computer communicating via said ISP computer with said vendor computer 
and allowing an operator fo select merchandise or services for purchase;(Figure 1, also column 4, 
lines 20-29) 

said Buyer-ID and buyer computer's IP address are provided to vendor computer 
programmed to request and receive said information;(column 5, lines 18-24) 

vendor computer is programmed to use Buyer-10 and BC's current IP address along with 
Information such as desired Item ID, cost and name for generating an electronic purchase inquiry 
which is transmitted to ISP computer; (Figure 3, label 223) 

whereby if buyer computer Is determined to be connected to ISP computer at correct 
address, ISP computer then generates and transmits Transaction Confirmation Number and 
instructs MC to generate and forward invoice to a ISP computer. (Figure 2, label 217) 

Ronin et al (736) does not specifically disclose ISP is programmed such that upon receipt 
of purchase inquiry from MC, ISP uses combination of IP address and Buyer-ID to determine 
within ISP'S internal network whether Buyer is in fact still online at the address assigned at the 
beginning of the online session; . . 

Official Notice is taken that "ISP is programmed such that upon receipt of purchase inquiry from 
MC ISP uses combination of IP address and Buyer-ID to determine within ISP'S internal 
network whether Buyer is in fact still online at the address assigned at the beginning of the 
online session" is common and well known in prior art in reference to online transactions. It 
would have been obvious to one having ordinary skill in the art at the time the invention was 
made to determine that the buyer is online at the address assigned at the beginning of the online 
session because the transaction cannot be completed otherwise. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's disclosure. 
Bog osian Jr. (US Patent 5,5 1 3,272). 
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Nikander. (US Patent 6,029,151). 
Indeck et al. (US Patent 5,920,628) 
Liang et al. (US Patent 5,548,106) 
Ronen. (US Patent 5,845,267). 
Wilf et al.(US Patent 5,899,980). 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John M Winter whose telephone number is (703) 305-3971 . The 
examiner can normally be reached on M-F 8:30-6, 1st Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James P Trammel can be reached on (703)305-9768. The fax phone numbers for the 
organization where this application or proceeding is assigned are (703) 746-5534 for regular 
communications and (703) 3 08- 1 3 96 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 305-3900. 



April 24, 2002 
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6/18/01 

The below text replaces the pre-printed text under the heading, 
"Information on How to Effect Drawing Changes," on the back 
of the PTO-948 (Rev, 03/01, or earlier) form. 



INFORMATION ON HOW TO EFFECT DRAWING CHANGES 



1. Correction of Informalities 37 CFR 1.85 



New corrected drawings must be filed with the changes. incorporated therein 
Identifying indicia, if provided, should include the title of the invention, (^2) 
inventor's name, and application number, or docket number (if.any) if an 
application number has not been assigned to the application. If this information is 
provided, it must be placed on the front of each sheet and centered within the top 
margin. If corrected drawings are required in a Notice of Allowability (PTOL- 
37), the new drawings MUST be filed within the THREE MONTH shortened 
statutory period set for reply in the Notice of Allowability. Extensions of time 
may NOT be obtained under the provisions of 37 CFR 1.136(a) or (b) for filing 
the corrected drawings after the mailing of a Notice of Allowability. The 
drawings should be filed as a separate paper with a transmittal letter addressed to 
the Official Draftsperson. 

2. Corrections other than Informalities Noted by Draftsperson on form PTO- 
948. 

All changes to the drawings, other than informalities noted by the Draftsperson. 
MUST be made in the same manner as above except that, normally, a highlighted 
(preferably red ink) sketch of the changes to be incorporated into the new 
drawings MUST be approved by the examiner before the application will be 
allowed. No changes will be permitted to be made, other than correction of 
informalities, unless the examiner has approved the proposed changes. 

Timing of Corrections 

Applicant is required to submit the drawing corrections within the 
time period set in the attached Office communication . See 37 CFR 
1.85(a). 

Failure to ta ke corrective action within the set period will result in _ 

ABANDONMENT of the application. 
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